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Board size over time
(Calendar year)
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Locations of PTAB Judges

el9)
Detroit, Mich.
. sy
of ® Denver, Colo. o (216)
Silicon Valley, Calif. Alexandria, Va.

® (14)
Dallas, Texas

*Alexandria, Va. count includes judges who participate in TEAPP.
** The number in parenthesis next to each location indicates the number of judges in that location.
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PTAB STATISTICS

» Appeal and interference statistics (December 2018)



Pending appeals

(FY10 to FY19: Sept. 30, 2010 to Dec. 31, 2018)
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Pendency of decided appeals in FY18 and FY19

(Pendency of appeals decided in FY18 Q1 compared to FY19 Q1 in months)

FY18 Q1 EmFY192 Q1
18.5 16 17.6 13.5
149 15.5 19'9 18.9 18.3
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11.6
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11.1 I
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Pendency is calculated as average months from Board receipt date to final decision.
*CRU (Central Reexamination Unit) includes ex parte reexams, inter partes reexams,
supplemental examination reviews and reissues from all technologies.
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Appeal intake in FY19

(Oct. 1, 2018 to Dec. 31, 2018)

Bio/Pharma 1600 N 147
Chemical 1700 I 224
Electrical/Computer 2100 I 722
Electrical/Computer 2400 I )15
Electrical/Computer 2600 IEEEG_—_I——— 163
Electrical/Computer 2800 N 143
Design 2900 I 21
Business Method/Mechanical 3700 | 331
Business Method/Mechanical 3600 I 231
*Central Reexamination Unit 3900 1M 13

*The Central Reexamination Unit includes ex parte reexams, inter partes reexams,
supplemental examination reviews and reissues from all technologies.
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Appeal outcomes in FY19

(Oct. 1, 2018 to Dec. 31, 2018)
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Interference inventory
(FYO8 to FY19: Sept. 30, 2008 to Dec. 31, 2018)
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PTAB STATISTICS

« Trial statistics (December 2018)



Petitions by trial type

(All time: Sept. 16, 2012 to Dec. 31, 2018)

CBM
579
6%

PGR
150
2%

Trial types include Inter Partes Review (IPR), Post Grant Review (PGR), and Covered
Business Method (CBM).
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Petitions filed by technology in FY19

(FY19: Oct. 1, 2018 to Dec. 31, 2018)
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Business Method

136 Chemical
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292 0%

61%
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Petitions filed by month

(December 2018 and previous 12 Months: Dec. 1, 2017 to Dec. 31, 2018)
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Institution rates
(FY13 to FY19: Oct. 1, 2012 to Dec. 31, 2018)

87% M Instituted
68% 67%
1,012 1 011
191
. 29
FY13 FY14 FY15 FY16 FY17 FY18

Institution rate for each fiscal year is calculated by dividing petitions instituted by
decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes
of decisions on institution responsive to requests for rehearing are excluded.

B Denied
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FY19
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Institution rates by technology
(All time: Sept. 16, 2012 to Dec. 31, 2018)

Bio/Pharma 60% (441 of 740)
Chemical 63% (305 of 486)
Design 40% (17 of 42)
Electrical/Computer 67% (2,880 of 4,267)
Mechanical & 69% (1,245 of 1,816)
. I o T
Business Method ’

Institution rate for each technology is calculated by dividing petitions instituted by
decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes
of decisions on institution responsive to requests for rehearing are excluded.
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Pre-institution settlements
(FY13 to FY19: Oct. 1, 2012 to Dec. 31, 2018)

21%
Settlement Rate 16%
14% 14%
12% — — 12%
291
9% 242 249
200
Settlements 127
83
. B
FY13 FY14 FY15 FY16 FY17 FY18 FY19

Settlement rate for each year is calculated by dividing pre-institution settlements by
the sum of proceedings instituted, denied institution, dismissed, terminated with a
request for adverse judgment, and settled before decision on institution.



Post-institution settlements
(FY13 to FY19: Oct. 1, 2012 to Dec. 31, 2018)

Settlement Rate

90%

40%
29% 22% 22% 24% 24%
212 194 187 201
Settlements 110
18 . 56‘
i A\
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Settlement rate for each year is calculated by dividing post-institution settlements by
proceedings terminated post-institution (i.e., settled, dismissed, terminated with a
request for adverse judgment, and final written decision), excluding joined cases.
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Status of petitions
(All time: Sept. 16, 2012 to Dec. 31, 2018)
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These figures reflect the latest status of each petition. The outcomes of decisions on
institution responsive to requests for rehearing are incorporated. Once joined to a
base case, a petition remains in the Joined category regardless of subsequent
outcomes.
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PTAB UPDATES

* Precedential Opinion Panel



Standard Operating Procedure 2
September 2018 update

» Provides new Precedential Opinion Panel (POP) for
creating binding Board precedent on rehearing

» Provides notice to the parties when POP review takes
place, as well as the identification of the POP members
in a particular case

» Explains the standards, procedures, and timing for
requesting POP review in a pending case on rehearing

» Provides for designation and de-designation of
precedential opinions by the Director
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Precedential Opinion Panel

* Outlined in PTAB SOP2, available at
https://www.uspto.gov/sites/default/files/documents/SOP2%20
R10%20FINAL.pdf

* Criteria:
 Constitutional questions
* Important questions regarding statutes, rules, regulations
» Important issues regarding precedential case law
* Issues of broad applicability to Board
 Resolve conflicts between Board decisions
* Promote certainty and consistency

» Default composition
* Director

e Commissioner for Patents
» PTAB Chief Judge
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Standard Operating Procedure 2
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Patents

Home / Patent

Trademarks

IP Policy

\pplication Process / Patent Trial and Appeal Board

Learning and Resources

Patent Trial and Appeal Board

The Patent Trial and Appeal Board (PTAB) c
pr n

_earcn usptogon Q

onducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation

roceedings; hears appeals from adverse examiner decisions in patent applications and reexamination proceedings; and renders decisions in

»

Trials

Manage or review pending inter parte
ew, post-grant review, covered
business method, derivation, and
interference proceedings.

[

Hearings

Review guidance. schedules, and
inclement weather advisories for oral
arguments for appeals, interferences,
and trials.

PTAB Data Tools and IT
Systems

stay informed regarding maintenance
events, obtain direct access to PTAB
automated information sharing
platforms, subscribe for updates, or
provide feedback.

Appeals
Manage o review proceedings

directed to adverse decisions of
examiners in patent applications,

resssue applications, and

reexaminations of issued patents.

Resources and guidance
Learn about the Patent Trial and
‘Appeal Board or ind key poicies
procedures, forms, and guidance.

PTAB Events

Find where our judges are speaking

and leam more about events

sponsored by PTAB.

Decisions

Browse public final agency decisions
of PTAB, including decisions
designated as precedential or

informative.

Statistics

View performance benchmarks of the
PTAB, including dispositions,
pendency, inventory, and other

tracking measures.

About PTAB
Discover the history of the PTAB and
map out its modern structure and

mission,

Request for Comments
on Motion to Amend
Practice-Deadline
extended EXD

Comments on Motion to
Amend Practice and
Procedures in AIA

Trials €I

Claim Construction Final
Rule

SOP 1 (rev. 15):
Assignment of judges to
panels

SOP 2 (rev. 10):
Precedential opinion
panel to decide issues of
exceptional importance
involving policy or
procedure EX3

SOP2 URL:
https://www.uspto.gov/sites/default/files/documen
ts/SOP2%20R10%20FINAL.pdf
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Standard Operating P
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Patent Trial and Appeal Board

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter part
proceedings; hears appeals from adverse examiner decisions in patent applications and reexamination proceedings; 5"
5.

interferen

Trials
Manage or review pending inter parte
review, post-grant review, covered

business method, deri

tion, and

interference proceedings.

L
Hearings

Review guidance. schedules. and

inclement weather advisories for oral
arguments for appeals, interferences
and triats

PTAB Data Tools and IT
Systems

Stay informed regarding maintenance
events, obtain direct access to PTAB
automated information sharing
platforms, subscribe for updates, or

provde feedback.

Appeals

Manage or review proceedings
directed to adverse decisions of
examiners in patent appiications,
reissue appications, and
reexaminations of issued patents.

—

[Resources and guidance

Learn about the Patent Trial and
lappeal Board o find key policies,
procedures, forms, and guidance.

Learning and Resources

PTAB Events

Find where our judges are speaking
and learn more about events
sponsored by PTAB.

About Us

post-grant, and covered business metho

Decisions
srowse publicfffil agency decisions

of pTas, iggfing decisions

Statistics

View performance benchmarks of the
PTAB, including dispositions,
pendency, inventory. and other

tracking measures

About PTAB

Discover the history of the PTAB and

map out its modern structure and

mission.

bs o MyUSPTC
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renders decisions in

Request for Comments
on Motion to Amend
Practice-Deadline
extended EX3

Comments on Motion to
Amend Practice and
Procedures in AIA

Trials CX

Claim Construction Final
Rule

SOP 1 (rev. 15):
Assignment of judges to
panels

SOP 2 (rev. 10):
Precedential opinion
anel to decide issues of
tional importance
invol licy or
procedure

rocedure 2

patent reviews and derivation

Resources and guidance

Policies, procedures, rules, guides, tools and manuals associated with proceedings before
the Patent Trial and Appeal Boards.

Expand all | Collapse all

> Appeals
> Trials
> Reexams and interferences

~ Standard operating procedures

« SOP 1 (rev. 15): Assignment of judges to panels (20 Sept 2018)

« SOP 2 (rev. 10): Precedential opinion panel to decide issues of exceptional importance involving
policy or procedure (20 Sept 2018)

+ SOP 9 (rev. 1): Procedure for Decisions Remanded from the Federal Circuit

> Guidance
> Statutes, rules, and references
> Rulemaking

> FAQs
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PTAB UPDATES

* Motion to amend practice



Request for comment on proposed changes to
motion to amend (MTA) practice in AlA trials

* Published on October 29, 2018
« Sought input regarding:
1. New process involving a preliminary non-binding Board

decision addressing a MTA, and an opportunity for a patent
owner to revise its MTA thereafter

2. Burden of persuasion regarding the patentability of substitute
claims, as set forth in Western Digital order

* Included 17 questions of particular interest
« Comment period closed December 21, 2018
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Proposed timeline for proposed motion to amend process

Petitioner
PO  Sur-Replyor Petitioner
Reply or Opposition PO Reply Sur-reply
. Opposition revised  (if revised (if revised (if revised
Parties MTA to MTA MTA MTA) MTA)  MTA)
15Mo. | 15Mo. | 1Mo. 1Mo. | 1Mo. | 1Mo. | 1Mo. | 15Mo. 2.5 Mo.
A = A ‘ E ' ’ i A A
( Y | ‘ ; . Y )
Institution Preliminary Oral Final
fei : Decision on : .
USPTO DECISIOI.I i oy | Hearing er.tt'en
(& Scheduling | (9.5 Mo.) Decision
Order) i
| \ )
: Y
6.5 Months
\ J
Y
12 Months
New Procedures in Green and Purple (by statute)

Existing Procedures in White
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Request for comment on MTA practice

« 49 stakeholders provided comments (as of
December 21, 2018):
* 11 from companies (covering a range of technology areas)

« 9 from IP/bar associations (e.g., AIPLA, IPL Section of the
ABA, NYIPLA, Boston Patent Law Association, similar
associations in Japan)

* 11 from trade organizations (e.g., IPO, Internet Association,
Computer & Communications Industry Association,
PhRMA, BIO, similar organizations in Japan)

* 4 from other organizations
* 14 from individuals
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Comments on motion to amend practice
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PTAB Data Tools and IT
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Decisions
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Comments on motion to amend URL:
https://www.uspto.gov/patents-application-

process/patent-trial-and-appeal-board/comments-

Comments on Motion to
Amend Practice and
Procedures in AIA

Trials CX

Claim Construction Final
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SOP 1 (rev. 15):
Assignment of judges to
panels

SOP 2 (rev. 10):
Precedential opinion
panel to decide issues of
exceptional importance
involving policy or
procedure EX

motion-amend-practice-and
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Subscription center

https://public.govdelivery.com/accounts/USPTO/subscriber/new

USPTO Subscription Center
y

i

Subscribe, unsubscribe, or change your email preferences

To subscribe or get more information on the newsletter or email alerts below, enter your emal address below and dick “Submit.” You will not be subscribed until you choose your subscrigtions

from the next page.

To unsubscribe to 3 newsletter or alert, enter your email address below and click “Submit” On the next page, choose the newsletters or alerts you na longer want ta receive.

Patent Alarts

Trademark Alerts

Copyright Alerts

USPTO Regional Office Updates
USPTO Press Raleases

USPTO Director's Forum Blog
USPTO Manthly Review

FYI at the USPTO

Inventors Eye

Intellectual Property for K-12 Educators
USPTO Awards

Email address (required)

Vo cartactInformation b woed 1o delies requested uadstes ar 0 access your subscriDer preferences

Sign up to receive the latest news

and updates from the USPTO
conveniently via e-mail
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Questions and comments

Scott R. Boalick

Acting Chief Judge
(571) 272-9797
Scott.Boalick@USPTO.gov

Jacqueline Wright Bonilla
Acting Deputy Chief Judge

(571) 272-9797

Jacqueline.Bonilla@USPTO.gov



mailto:Scott.Boalick@uspto.gov
mailto:Jacqueline.Bonilla@USPTO.gov




